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Commissioner for Patents 
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These Arguments are filed responsive to the Applicant's concurrently filed Pre- 
Appeal Brief Request for Review. In the present application, claims 23-28, 40, and 41 
are pending. Claims 29-39, 42 and 43 remain withdrawn and new claims 44 and 45, 
submitted in the Applicant's Response to Final Rejection, filed May 21, 2008, have not 
been entered. 

As detailed in the Final Office Action mailed February 21, 2008 (the "Final Office 
Action") and the Advisory Action mailed June 10, 2008, pending claims 23-28, 40, and 
41 remain finally rejected based on prior art grounds. For the reasons set forth below, 
the Applicant respectfully submits that these prior art rejections should be withdrawn 
and the pending claims allowed. 

I. The Rejection Under 35 U.S.C. 5103(a) Is Improper 

Claims 23-28, 40, and 41 were rejected under 35 U.S.C. §1 03(a) as being 
anticipated by U.S. Patent No. 6,231,597 to Deem et al. ("Deem et al") in view of U.S. 
Patent No. 5,234,456 to Silvestrini ("Silvestrinr). Of the pending claims, 23 and 40 are 
independent. Claims 24-28 depend from claim 23, and claim 41 depends from claim 
40. As will become apparent from the following arguments, the rejection is improper (1) 
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because the Examiner has failed to articulate a rationale underpinning why the 
Applicants' invention as a whole would have been obvious; and (2) because the 
Examiner's proposed modification of the prior art improperly changes the principle of 
operation of the prior art device. 

A. The Rejection Failed to Articulate a Rationale Underpinning Why the 
Applicant's Invention Considered as a Whole Would Have Been Obvious 

Claim 23 of the present application recites, in part, a bridge portion including a 
reactive material, said reactive material being expanded when in a reacted state such 
that said reactive material restricts flow of blood to said vascular aneurysm when said 
reactive material is in said reacted state. Claim 40 recites, in part, an occlusion region 
including a reactive material, said reactive material being expanded when in a reacted state 
such that said occlusion region substantially restricts flow of blood to said vascular 
aneurysm when said reactive material is in a reacted state. In the Final Office Action, the 
Examiner relies primarily on the teachings of Deem et at., yet acknowledges that Deem 
et al. fail to disclose a reactive material being expandable when in a reacted state. At 
1J6, pp. 3-4. To overcome this deficiency, the Examiner asserts that Silvestrini teaches 
a stent that can be expandable material and, apparently for this reason alone, that the 
Applicant's invention is thereby made obvious. See id. 

At § 2141 III, the M.P.E.P. quotes the Supreme Court and the Federal Circuit 

with approval, reciting: 

The key to supporting any rejection under 35 U.S.C. 103 is the clear 
articulation of the reason(s) why the claimed invention would have been 
obvious. . . . [Rejections on obviousness cannot be sustained with mere 
conclusory statements; instead, there must be some articulated reasoning 
with some rational underpinning to support the legal conclusion of 
obviousness 

(Internal citation omitted). The present rejection fails to meat this requirement. In the 

Final Office Action, the Examiner simply asserted: 

[l]t would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the covering (102) of [the] Deem 
reference of the hydrophilic material (26) of [the] Silvestrini reference to 
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allow the reactive material to expand and help occlude the aneurysm 
neck. 

At pp. 3-4. This statement merely describes the Examiner's proposed modification 
and concludes that the modification would be obvious to one skilled in the art. No clear 
rationale as to why the claimed invention would be obvious was provided. 

Similarly, the Advisory Action also failed to provide the required articulated 
rationale. Here, the Examiner stated that the "combination is made to show that both 
materials are suitable for performing the intended purpose (blocking flow of blood into 
the aneurysm) and therefore one of ordinary skill in the art would have recognized that 
more than one type of material may be used to perform the same function." At p. 2, 
lines 2-5. Contrary to providing a clearly articulated rationale, this assertion is evidence 
that the Examiner resorted to impermissible hindsight. 

For example, it is entirely unclear how combining Deem et al. and Silvestrini 
could show that the cover (102) of Deem et al. and the expandable filling of Silvestrini 
are suitable for performing the intended purpose of blocking of the flow of blood into an 
aneurysm. Deem et al., is silent as to employing a cover 102 comprising a material 
such as that of Silvestrini. On the other hand, Silvestrini's intended purpose is to 
maintain an occluded vessel in an open configuration. See BACKGROUND OF 
INVENTION. The stents of Silvestrini are formed, in whole or in part, out of hollow 
fibers of a permeable membrane within which is disposed a hydrophilic material capable 
of absorbing liquid. Column 3, lines 35-37. In practice, the stent is placed in the 
desired location within the vessel and maintained for a period of time sufficient to allow 
for diffusion of fluid into the membrane and swelling, or expansion, of the hydrophilic 
material. Column 3, lines 57-65. Upon inflation, the stents independently remain in 
place by impinging on the interior wall of the lumen. Id. Combining the prior art as 
proposed by the Examiner neither teaches nor makes obvious employing the 
hydrophilic material as a cover, as opposed to a structural filling, or even blocking of the 
flow of blood into the aneurysm with an expandable material. Absent a resort to 
hindsight based on the Applicant's disclosure, there has been simply no logical rationale 
provided for supporting the present rejection. 
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Assuming for the sake of argument that a clearly articulated rationale was 
provided, the rejection fails to consider the invention as a whole. "In determining the 
difference between the prior art and the claimed invention, the question under U.S.C. 
103 is not whether the difference themselves would have been obvious, but whether the 
claimed invention as a whole would have been obvious." M.P.E.P. at § 2141.02 I. As 
provided above, claims 23 and 40 of the present application recite, in part, a reactive 
material being expanded when in a reacted state such that said reactive material or said 
occlusion region substantially restricts flow of blood to said vascular aneurysm when said 
reactive material is in a reacted state. Considering even just these inventive elements, it is 
apparent that none of the cited prior art, in combination or independently, teach or make 
obvious the claims invention. No evidence or rationale has been provided that touches 
upon a reactive material being expanded such as to restrict flow of blood into an aneurysm. 

B. The Examiner's Proposed Modification of the Prior Art Improperly 
Changes the Principle of Operation of the Prior Art Device. 

The Examiner's proposed modification would change the principle of operation of 
the device of Deem et al. Section 2143.01 VI of the M.P.E.P. states, "[i]f the proposed 
modification or combination of the prior art would change the principle of operation of 
the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious." The Examiner based the present 
rejection on the assertion that it would have been obvious to substitute the cover 102 of 
Deem et al. with the expandable material of Silvestrini. 

The purpose of the stent of Deem et al. is to obstruct flow to an aneurysm while 
simultaneously minimizing obstruction of flow through the healthy vessel. At column 5, 
lines 18-22. The principle of operation of the stent of Deem et al. is simply the 
deployment of the stent and the orientation of the predisposed cover 102 so as to block 
the vascular abnormality. See column 5, lines 45-54. In contrast to cover 102, the 
hydrophilic material of Silvestrini expands in aqueous environments. If one were to 
make a material substitution, as the Examiner suggests, by making the Deem et al. 
cover 102 out of a hydrophilic material, it is likely that the swelling cover would block the 
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flow of blood through the vessel. In other words, the Deem et al. cover is already 
blocking the aneurysm without swelling. There would be no reason to make the cover 
out of a hydrophilic material because it would likely result in too much material after 
swelling occurred. 

Therefore, in addition to requiring design and construction changes, the 
proposed modification would also necessarily change, or broaden, the principle of 
operation of the prior art device to further include expansion of the cover. This change 
in the principle of operation of the stent of Deem et al. is an indication that Deem et al. 
and Silvestrini are insufficient to render the present claims prima facie obvious. 

Turning to claims 24-28 and 41, these claims depend from claim 23 or 40. The 
rejection of these claims is improper for at least the same reasons as provided above. 



In view of the foregoing, it is evident that the present rejection is improper and 
should be withdrawn. Accordingly, the Applicant submits that pending claims 23-28 and 
40 and 41 are in condition for allowance. 

If for any reason direct communication with Applicant's attorney would serve to 
advance prosecution of this case to finality, the Examiner is cordially urged to call the 
undersigned attorney at the below listed telephone number. 

The Commissioner is authorized to charge any additional fee which may be 
required in connection with this Amendment to deposit account No. 50-2809. 



Conclusion 



Respectfully submitted, 



Dated: June 23, 2008 




J_S£ ~ " ifV "~ 

Shane -6. Swansopl, Esq. 
Registration No. 52,263 



Inskeep Intellectual Property Group, Inc. 

2281 W. 190 th Street, Suite 200 ■ Torrance, CA 90504 

Telephone: 310.755.7800- Facsimile: 310.327.3466 
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